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DETAILED ACTION 
Specification 

1. Claim 1 has been amended. Claims 1-17 are currently pending in this application. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication 
in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claims 1-17 are rejected under 35 U.S.C. 102(a) as being anticipated by Kamb et al. (PCT 
International Application Number WO 98/26098) (June 18, 1998). 

Kamb et al. teaches a method of detecting and analyzing differences between nucleic acids 
from two sources (Abstract), which method comprises: 

a. providing the nucleic acids from two sources as labeled probes wherein the nucleic acids 
from two sources are labeled with two different markers (Abstract, Claim 1, Figure 1, and 
Examples 1, 2, and 12); 

b. forming a mixture of the labeled probes with pooled reagents wherein each of the 
pooled reagents comprises a population of beads carrying a polynucleotide target, the 
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polynucleotide target of any one of the pooled reagents being different from the target of any 
other of the pooled reagents and the beads of any one of the pooled reagents being distinguishable 
from the beads of any other of the pooled reagents (Abstract, Claim 1, Figure 1, and Examples 1, 
2, and 12); 

c. incubating the mixture under conditions to promote specific hybridization between 
probes and targets (Abstract, Claims 1-2, Figures 1, 15B, and Examples 1, 2, and 12); and 

d. analyzing each bead in the mixture by flow cytometry (Example 2 and page 33, lines 16- 
23 and Figures 17-18 and Example 18, Page 87, line 17 to page 88, line 19). 

Kamb et al. teaches a method, wherein the nucleic acids from the two sources are mRNA 
or cDNA from cells or tissues (Figures 8, 14, 18A-D). 

Kamb et al. teaches a method, wherein the polynucleotide targets are cDNA derived from 
cellular mRNA (Page 57, lines 3-5 and Examples 9 and 12). 

Kamb et al. teaches a method, wherein the polynucleotide targets are PCR amplimers 
(Example 9). 

Kamb et al. teaches a method, wherein the polynucleotide targets contain terminal biotin 
groups through which they are attached to streptavidin-coated beads (Page 34. Lines 3-8). 

Kamb et al. teaches a method, wherein the polynucleotide targets and the nucleic acids 
are single-stranded nucleic acids (Figures 1, 11, 13, 14, and 18). 
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Kamb et al. teaches a method, wherein beads of one pooled reagents are distinguishable 
from beads of another pooled reagents by size, nature, or concentration of one or more markers 
attached to the beads (Examples 17-19 and claim 2-13, 25-33). 

Kamb et al. teaches a method, wherein fluorescent markers are attached to beads (Page 
68, lines 12-16 and Figure 11). 

Kamb et al. teaches a method, wherein each of the nucleic acids is labeled with a 
fluorescent tag to indicate its source (Figures 1, and 1 1 and Page 30, line 4 to page 33, line 1 1). 

Kamb et al. teaches a method further comprising the step of analyzing the data obtained 
by flow cytometry to yield information about the relative and/or absolute abundance of individual 
nucleic acid sequences contained within the nucleic acids from two sources (Example 2 and page 
33, lines 16-23 and Figures 17-18 and Example 18, Page 87, line 17 to page 88, line 19). 

Response to Amendment 

4. In response to amendment, objection to claim 1 has been withdrawn. However, 102(b) 
rejection has been maintained properly. 

Response to Arguments 

5. Applicant's arguments filed on July 18, 2003 have been fully considered but they are not 
persuasive. 
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In response to applicant's argument (page 5, last paragraph to page 6, line 3) that the 
Kamb references fail to show certain features of applicant's invention, it is noted that the features 
upon which applicant relies (i.e., (I) each bead of a detectable type carries the same known nucleic 
acid sequence and (ii) subsequent analysis of the beads in the mixture by flow cytometry, allows 
direct quantification of the relative abundance of any specific, known target) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 
1057 (Fed. Cir. 1993). 

Applicant argues (page 6, lines 4-11) that rejection based on Kamb reference should be 
withdrawn because beads used by Kamb carries one unique sequence and are not distinguishable 
from beads carrying a different unique sequence by flow cytometry and the identity of the 
sequence can not be determined during flow sorting and therefore an additional step has to be 
taken to determine "the identity of the nucleic acid molecules" of interest. Applicant's argument is 
not persuasive for two reasons. (1) The novelty of the invention of step to determine "the identity 
of the nucleic acid molecules" of interest is missing from claim 1(d). (2) In presence of open 
"comprising" language of the claim any additional step(s) or material(s) can be included in the 
method steps of the claimed invention and Kamb clearly teaches how to identify and recover 
specific sequences in a complex population of target nucleic acids and explicitly teaches that each 
nucleic acid sequence of cDNA library "possess its own unique identifier tag" (Page 30, lines 8- 
12). 
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In view of the response to argument, 1 02 (a) rejection is hereby properly maintained. 
Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 
37 CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of 
this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Arun Chakrabarti, Ph.D., whose telephone number is (703) 306-5818. 
The examiner can normally be reached on 7:00 AM-4:30 PM from Monday to Friday. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Gary 
Benzion, can be reached on (703) 308-1119. The fax phone number for this Group is (703) 
746-4979. Any inquiry of a general nature or relating to the status of this application or 
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proceeding should be directed to the Group LIE Chantae Dessau whose telephone number is 
(703) 605-1237. 

Arun Chakrabarti, 
Patent Examiner, 
September 11,2003 




